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Opi ni on by Rogers, Adm nistrative Trademark Judge:

M crosoft Corporation has applied to register
OFFI CE. NET on the Principal Register as a tradenmark for a

wi de range of conputer software and hardware products.! The

! The identification, in International dass 9, reads as foll ows:
“Conmput er software, nanely, operating system software; conputer
server software; conputer network nmanagenent software; conputer
utility prograns; conputer software devel opnent prograns;
conputer security and authentication software for controlling
access to and conmuni cations with conputers, conputer systens and
Wi rel ess conmuni cati on devi ces; conputer operating software for
use in operating conputer peripherals, handhel d conputers,
personal digital assistants, radi o pagers, cellular phones,
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application, filed June 21, 2000, is based on applicant’s
assertion that it has a bona fide intention to use the mark
i n comerce.

The exam ning attorney refused registration on two
grounds. First, in view of the prior registration of
OFFI CENET for various itens of conputer hardware and

sof tware?, the exanmining attorney has refused registration

tel evision and cable set-top boxes, ganme consol es, digital video
disc (DVD) players, digital video records, radios, personal

el ectroni c devices, digital audio players, CD players and public
communi cation kiosks; a full line of application and busi ness

sof tware; gane software for use on conputers, gane nachi nes for
use with tel evisions and video game pl ayers; browser software for
conput er networks, wireless networks and gl obal communi cation

net wor ks; conputer prograns for managi ng conmuni cati ons and data
and informati on exchange over conputer networks, wreless

net wor ks and gl obal comuni cati on networks; conputers; conputer
peripherals; |aptop conputers; handheld conputers; persona
digital assistants; radi o pagers; cellular phones; television and
cabl e set-top boxes; video ganme nmachines for use with
televisions; digital video disc (DVD) players; digital video
recorders; radios; personal electronic devices, nanely persona
digital assistants, personal handheld el ectronic devices for
schedul i ng appointnents, digital audio players, CD players,

wi rel ess conmuni cati on devices, cellular telephones; and public
comuni cati on conput er ki osks.”

2 Registration No. 2,189,592, issued Septenber 15, 1998 to Ily
Enterprise, Inc., and listing Novenmber 9, 1995 as the
registrant’s date of first use and first use in commerce. The
goods identified in the registration are as follows: “conputer
har dwar e, conputer operating software, conputer buffers, conputer
chi ps, conputer nenories, conmputer workstation, conprising one or
nore of the follow ng, a conputer incorporating a housing,
conputer nenory, information processor, video card, sound card,
di sk drive, operating software, power supply, conputer cables and
connectors, and a printer, nonitor, nodem nouse and keyboard al
used in connection therew th; conputer discs, nanely, blank

di scs, blank floppy discs, and bl ank hard di scs; conputer

i nterface boards, conputer keyboards, conputer nonitors, conputer
peri pheral s, conputer printers, conputer accessories, namely,
add-on or interface cards; conputer termnals, conputers and
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under Section 2(d) of the Lanham Act [“Act”], 15 U.S.C. §
1052(d). Second, the exam ning attorney has al so refused
registration on the ground that applicant’s OFFI CE. NET
designation will be perceived as nerely descriptive of the
identified goods and is therefore barred fromregistration
under Section 2(e)(1) of the Act, 15 U . S.C. 8 1052(e)(1).
Wien the refusal was made final on both of these
grounds, applicant filed an appeal. Applicant and the
exam ning attorney have filed briefs. Applicant requested
and | ater waived oral argument. Before we turn to analysis
of the respective grounds for refusal, a sunmary of the
record will be hel pful.
The Record
The exam ning attorney’s initial office action
i ncluded a copy of information regarding the cited
registration, retrieved fromthe USPTO s conputeri zed
dat abase of registered and pending nmarks, and a dictionary

”3

definition of the word “offi ce. Inits response to the

instructional manuals sold as a unit, condensers, electrica
conductors, electrical connectors, converters, power supplies,
networ k adapters, network cables, network hubs, controller cards,
sound cards and CD ROM drives,” in International C ass 9.

® The action also included a copy of information retrieved from
the O fice’ s database regardi ng another application, which the
exam ning attorney noted m ght eventually be an additional basis
for the Section 2(d) refusal. That application |ater was
abandoned for failure to file a statenent of use and is therefore
of no further rel evance.
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initial office action, before addressing either refusal,
applicant included a brief section entitled “The Nature of
Applicant’s OFFI CE. NET Mark,” wherein it referenced

subm tted copies of various web pages. Sone of these are
fromentities which apparently nonitor or report on
conput er technol ogy, specifically, “PCANORLD
(http://pcworl d. pricegrabber.conm, “Conputer Wekly”
(http://ww. cw360. com) and “ZDNET Tech I nfobase”
(http://cma. zdnet.com); it appears that one or nore of
these three web sites may also allow visitors to actually
order products that are discussed or reviewed, although
that is not entirely clear fromthe copies of the web pages
t hensel ves and has not been said to be so by applicant.
Applicant also submtted reprints of web pages fromthe

Seattle Tinmes (http://archives.seattl etimes. nwsource. com

and nurmerous reprints of web pages from applicant’s own web
site (http://ww. m crosoft.con).

Addi tional evidence attached to the exam ning
attorney’s final office action includes a reprint from an
online “Acronym Fi nder” (self-proclained to be “The web’s

nost conpr ehensi ve dat abase of acronyns, abbreviations and

initialisns”) which lists the first two of nmany neani ngs




Ser. No. 78/013, 768

for NET as “Internet” and “Network.”* Further, the

exam ning attorney attached reprints of pages from
“Webopedi a” (self-proclained to be “The #1 online

encycl opedi a dedi cated to conputer technol ogy”) that

i ncl ude detailed informati on about the term“network” as it
relates to conputers. Finally, the exam ning attorney
attached reprints of various web pages to show that vari ous
sof tware producers or vendors utilize the word “office” to
refer to certain types of software.

Applicant, with its request for reconsideration of the
final refusal, resubmtted copies of all the web pages
submtted in response to the initial office action, and
added nunerous pages of articles fromvarious publications
or wire services that apparently were retrieved froma
dat abase service called DIALOG (Applicant does not discuss
the source of this material, but nerely refers to these
reprints as “press articles that discuss applicant’s
OFFI CE. NET product still under devel opnent.”)

Finally, we have taken judicial notice of certain

dictionary definitions. University of Notre Dane du Lac v.

J.C. Gournet Food Inports Co., 213 USPQ 594 (TTAB 1982),

aff’d, 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983). W

* The listing of definitions is preceded by the explanation
“(Most Common definition(s) listed first).”
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note, however, that sone of these definitions are froma
di ctionary published by applicant and have not been given
the sane weight as dictionaries published by non-interested
parties, in ternms of our consideration, infra, of how
applicant’s mark will be perceived.
The Section 2(d) Refusal

Qur determ nation under Section 2(d) of the Act is
based on an analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the

I'i kel i hood of confusion issue. See In re Mjestic

Distilling Co., Inc., 315 F.3d 1311, 65 USPQ2d 1201 (Fed.

Cir. 2003); Inre E.I. du Pont de Nemoburs and Co., 476 F.2d

1357, 177 USPQ 563 (CCPA 1973). Two key considerations are

the marks and the goods or services. Federated Foods, |nc.

v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29

(CCPA 1976) (“The means of distribution and sal e, although
certainly relevant, are areas of peripheral inquiry. The
fundanmental inquiry mandated by [Section] 2(d) goes to the
cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the
marks. ") .

In this case, though applicant asserts that
“di fferences between these nmarks and goods are sufficient

to avoid a |ikelihood of confusion” (brief p. 8), it does
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not actually present any argunment why the goods are
different. 1In fact, the goods in the involved application
and registration are in part identical (e.g., conputers,
conput er operating software, and conputer peripherals); and
others are closely related (i.e., applicant’s
identification includes a nunber of software products for
runni ng various hardware products, including many listed in

regi strant’s identification). See In re Martin's Fanous

Pastry Shoppe, Inc., 748 F.2d 1565, 223 USPQ 1289 (Fed.

Cir. 1984) (Likelihood of confusion nay be found when goods
are not the same or even conpetitive, for it is sufficient
if they are related in some way or that the circunstances
under which they are nmarketed are such that persons
encountering the branded goods woul d assunme a rel ationship
or common source).

W turn then to consideration of the marks. |In doing
so, we are mndful of the proposition that when marks
appear on or in connection with virtually identical or
closely rel ated goods, the degree of simlarity of the
mar ks necessary to support a conclusion of |ikely confusion
is not as great as when the goods are different. Century

21 Real Estate Corp. v. Century Life of Anerica, 970 F. 2d

874, 23 USPQ2d 1698, 1701 (Fed. GCir. 1992), and In re L.C

Li censing, Inc., 49 USPQ2d 1379, 1381 (TTAB 1998).
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Applicant argues that the “.” [“dot”] in OFFI CE NET
renders OFFI CENET and OFFI CE. NET both visually and aurally
distinct. Specifically, applicant argues that the “.” in
OFFI CE. NET will be seen and will lead to the conposite
bei ng pronounced as OFFI CE- DOT-NET, while the mark in the
cited registration would be seen and pronounced as OFFI CE
NET. The exam ning attorney argues that OFFI CENET and
OFFI CE. NET are virtually the sane in appearance and that
applicant’s insertion of the “.” between OFFI CE and NET may
be overl| ooked by many consunmers. |In addition, the
exam ning attorney argues that there is no way to contro
how consunmers will verbalize a mark or termand that many
may not bother to articulate the “dot” in applicant’s
OFFI CE. NET desi gnation, when calling for the goods.

In response, applicant argues that the exam ning
attorney’s conclusion that the “dot” elenent may not be
seen as significant and may not be verbalized when calling
for applicant’s goods, “ignores both the realities of the
mar ket pl ace and nature of the relevant consuners.” More
specifically, applicant essentially asserts that the “dot”
element will not be viewed as distinct fromthe OFFI CE and
NET el enents but, rather, will be seen as allied wi th NET,

so that consuners will view OFFI CE. NET as a conbi nati on of

applicant’s asserted OFFI CE mark for business software
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applications and its asserted . NET mark for new products
and services that will be part of a new generation of
di stributed computing on the Internet.®

We do not find persuasive applicant’s argunent that
consuners wll visually perceive OFFI CE. NET as a
combi nation of two asserted marks of applicant, i.e.,
CFFI CE and . NET, because this argunent presunes each of
these coupled terns will, individually, be recognized as a
M crosoft mark. The argunent, in essence, is that
consuners who encounter the OFFI CE. NET designation used in
conjunction with a conmputer or conputer operating software
wi |l not be confused because they will know they are
consi dering purchasing a Mcrosoft product. Applicant does
not, however, explain why the average consumer woul d reach
such a concl usi on.

Appl i cant does not claimthat either of these asserted

marks is regi stered; and while applicant has put nmateri al

> W note that applicant, in its own dictionary, defines “Ofice”
as “n. Mcrosoft’s famly of individual and business application
software suites for the Wndows and Maci ntosh platfornms. Ofice
is built around three core products: Wrd for word processing,
Excel for spreadsheets, and Qutl ook for e-mail and

col l aboration.” Mcrosoft Conputer Dictionary 374 (5'" ed. 2002).
And it defines “.NET" as “n. The set of Mcrosoft technol ogies
that provides tools for connecting information, people, systens,
and devices. The technol ogi es provide individuals and

organi zations with the ability to build, host, deploy, and use
XM. Wb service connected solutions.” Mcrosoft Conputer
Dictionary 360 (5'" ed. 2002).
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into the record that shows that it sells products under
vari ous OFFI CE designations (e.g., “Ofice 2000” and
“Office XP")® there is nothing to indicate that it has sold
a .NET product. Al of the materials in the record
concerning applicant’s .NET products discuss applicant’s
pl ans for the future.

To the extent applicant’s argunent reflects
antici pated use of the applied-for nmark with applicant’s
house mark, it is well-settled that use of a house mark in
conjunction with a product nmark will not serve to prevent a
finding of Iikelihood of confusion when the house mark is
not included in the mark for which registration is sought.

See, e.g., Interstate Brands Corp. v. MKee Foods Corp., 53

UsP@d 1910, 1914-15 (TTAB 2000) (Wen neither the applied-
for mark nor a cited registered mark includes a house nark,
“determ nation of |ikelihood of confusion nust be based on
the specific marks at issue.”). W cannot sinply assune

t hat prospective consumers will view OFFI CE. NET, absent any
use of a house mark, as a conbination of asserted Mcrosoft

mar ks.

® In di scussi ng whet her conputer users, prinmarily business
conputer users, wll “upgrade” fromMcrosoft’s Ofice 2000 suite
of software to its Ofice XP suite, the author of an article on
the Conputer Weekly web site reports that “Ofice counts for 40%
of Mcrosoft revenues and the rapid uptake of XP is vital for the

conpany.”

10



Ser. No. 78/013, 768

We acknowl edge that applicant asserts that its “famly
of OFFI CE suites, business software applications, are anong
the best selling software packages in the country.” Brief,
p. 3. On this record, however, applicant has not shown the
extent to which consuners woul d recogni ze OFFI CE, wi t hout
cont enpor aneous use of the Mcrosoft house mark, as a well -
known mark. “Because fanme plays such a domnant role in
t he confusion analysis, .those who claimfanme for product
marks that are used in tandemw th a fanous house mark can
properly be put to tests to assure their entitlement to the

benefits of fanme for the product marks.” Bose Corp. v. OQSC

Audi o Products Inc., 293 F.3d 1367, 63 USPQ2d 1303, 1308

(Fed. G r. 2002). Moreover, even if we were to assune that
OFFI CE alone is a well -known mark for business software, we
cannot on this record assune that consuners would al so
perceive .NET as a Mcrosoft mark, |et alone a well-known
one.

Based on the copies of its own web pages and the
D alog “press articles” applicant has submtted, it appears
that only those who actively follow the conputer technol ogy
i ndustry woul d be candi dates for perceiving OFFI CE. NET in
the way applicant intends it to be perceived. W note,
however, that neither identification of goods limts the

hardware or software products to traveling in only certain

11
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channels of trade or only to certain classes of consuners.
Thus, we nust consider that the identified products wll

i nclude those sold at a full range of prices, and be sold
to a wide range of prospective consuners in all usua

channel s of trade for conputer products. In re Dixie

Rest aurants, 105 F.3d 1405, 41 USPQ2d 1531, 1534 (Fed. Cir

1997) (The second DuPont factor “nmandates consideration of
the simlarity or dissimlarity of the services as
described in an application or registration”). Thus, our
analysis of the simlarities of OFFI CE. NET and OFFI CENET
focuses on the average consuner of a conputer hardware or
sof tware product, not a technol ogy-savvy “Infornation
Technol ogy” professional who may be nore famliar with
vari ous manufacturers and vendors of such products,
including plans for future products.

W find the marks will be perceived as virtually
identical in appearance by an average purchaser of, for
exanpl e, a box containing conputer software pulled froma
shelf in a retail outlet for conputer products. Likew se,
because we believe the examning attorney is correct in
observing that it is inpossible to control how consuners

w || pronounce marks, and because the in applicant’s
mark is liable not to be consistently articulated, we find

the marks are likely to be verbalized in exactly the sane

12
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manner by many consuners. Thus, there is a |likelihood of
confusion for an average purchaser of conputer software,
attenpting to order applicant’s or registrant’s products by
phone or asking for themby nane in a retail outlet.

We find the virtually identical |ook and sound of the
marks to dictate a finding that the marks are simlar for
I'i kel i hood of confusion purposes, even if applicant is
correct in its argunent that the respective designations
may be perceived as having different connotations.’ Inre

Lanson G| Co., 6 USPQ2d 1041, 1042 (TTAB 1987) (“Even

assum ng arguendo that applicant is correct that TURCOOL
and TRUCOCL are different in neaning or connotation, and
further assum ng arguendo that there is sone dissimlarity
in sound when the two marks are properly pronounced, the
mar ks TURCOOL and TRUCOOL are so simlar in appearance
that, under the facts of this case, this al one woul d cause
a |ikelihood of confusion.”).

G ven the visual and aural simlarity of OFFI CENET and

OFFI CE. NET, the fact that some of the identified goods are

" Applicant argues that the registered mark will be perceived as
identifying only a network of office supply stores selling
conputer products. W agree that that is one possible
connotation for the registered mark. There is, however, nothing
inthe record to limt the possible connotation of registrant’s
mark to the one espoused by applicant. Moreover, for reasons

di scussed herein, we cannot agree that all consuners will
perceive applicant’s mark in the manner in which applicant
intends it to be perceived.

13
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the sane and others are related, and given the absence of
any restrictions on channels of trade or classes of
consuners, we find that confusion would be |ikely anpong
consuners if OFFI CENET and OFFI CE. NET were
cont enpor aneously used as trademarks for the identified
goods. Accordingly, we affirmthe refusal of registration
insofar as it is based on Section 2(d) of the Lanham Act.?
The Section 2(e)(1l) Refusal

The question whether a termis nerely descriptive is
determ ned not in the abstract, but in relation to the
goods or services for which registration is sought, the
context in which it is being used, or will be used, on or
in connection with those goods or services and the possible
significance that the termwould have to the average
purchaser or user of the goods or services. See |Inre

Bright-Crest, Ltd., 204 USPQ 591, 593 (TTAB 1979); and In

re Recovery, 196 USPQ 830, 831 (TTAB 1977).

A proposed nark is considered nerely descriptive of
goods or services, within the neaning of Section 2(e)(1) of

the Lanham Act, if it imedi ately descri bes an ingredient,

8 W do not have any doubt about whether confusion is likely to
occur; however, we note that, had applicant’s argunments about the
significance of the “.” in OFFI CE. NET been persuasi ve, any doubt
t hereby rai sed about |ikelihood of confusion would have been
resolved in favor of registrant. See Kenner Parker Toys v. Rose
Art Industries, 963 F.2d 350, 22 USPQd 1453, 1458 (Fed. Grr.

14
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quality, characteristic or feature thereof, or if it
directly conveys information regarding the nature,
function, purpose or use of the goods or services. Inre
Gyul ay, 820 F.2d 1216, 3 USPQ@d 1009 (Fed. Gr. 1987), In

re Abcor Devel opment Corp., 588 F.2d 811, 200 USPQ 215,

217-218 (CCPA 1978). It is not necessary that a term
describe all of the properties or functions of the goods or
services in order for it to be nmerely descriptive thereof;
rather, it is sufficient if the termdescribes a

significant attribute or idea about them |In re Venture

Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985). Also, a mark

need not describe all of the goods or services for which
registration is sought; registration nmust be refused if the
mark is nmerely descriptive of any of the goods or services

for which registration is sought. See In re Quik-Print

Copy Shop, Inc., 616 F.2d 523, 205 USPQ 505, 507 (CCPA

1980); and In re Patent & Trademark Services Inc., 49

UsP@d 1537, 1539 (TTAB 1998).

The exam ning attorney argues that prospective
purchasers of the goods identified in applicant’s
application will perceive OFFI CE. NET as a conbi nati on of

(1) a descriptive term i.e., “office” as that termis used

1992); and Inre Wiite Swan Ltd., 8 USPQ2d 1534, 1536 (TTAB
1988) .

15
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to identify office suites of software, and (2) the TLD . net
or .NET, which has no source-indicating capacity of its own
and nerely identifies an entity as a network infrastructure
organi zation.® Thus, the exanining attorney concludes that
prospective purchasers wll consider the conposite
designation as indicating that products identified in
applicant’s application are “office” type products froma
particul ar type of business, specifically, a network
infrastructure business. Further, the exam ning attorney
argues that, despite applicant’s intention that .NET be
percei ved as sonething other than a TLD, typing “OFFI CE. NET
[as part of a web address] does in fact take the conputer
user to the applicant’s web site where they can access the
applicant’s goods and informati on about its goods and
services.” Brief, p. 11.

Applicant, in its reply brief, does not contest this
| ast point, i.e., that typing OFFICE. NET in a web address
will take the conputer’s user to a web page of applicant’s
where information on applicant’s products is available. On
t he ot her hand, and notw t hstandi ng the exam ni ng

attorney’s unchal | enged assertion that typing OFFI CE. NET in

° A “TLD" is defined as “(Top-Level - Domai n) The hi ghest | evel
domai n category in the Internet domain nam ng system There are
two types: the generic top-I|evel domains, such as .com .org, and
.net, and the country codes, such as .ca, .uk and .jp.” MGaw
Hi || Conputer Desktop Encycl opedia 977 (9'" ed. 2001).

16
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a web address will bring the conmputer user to applicant’s
web site, applicant argues that it “does not use .NET in
its OFFICE.NET nark to signify a TLD."'® Brief, p. 4.

Li kewi se, applicant argues that the OFFI CE portion of
COFFI CE. NET “is perceived by rel evant consuners as a
reference to applicant’s best-selling OFFI CE suite of

busi ness software applications.”' Brief, p. 4. Thus,
applicant argues that “OFFICE. NET is a conposite nmark that
conbi nes applicant’s . NET brand for a new generation of
sof tware products and services with its OFFI CE product
name.” Brief, p. 3.

The USPTO bears the burden of establishing a prim
facie case in support of a descriptiveness refusal. See In
re ulay, supra. The examining attorney is not required to
prove that the public would actually view a proposed nmark

as descriptive, but nmust establish a reasonable predicate

for the refusal, based on substantial evidence, i.e., nore
than a scintilla of evidence. |In re Pacer Technol ogy,
F.3d _, 67 USPQRd 1629 (Fed. Cr. 2003).

10 Applicant’s own conputer dictionary defines “.net” as a TLD,
but defines “.NET” as a Mcrosoft nmark. Mcrosoft Conputer
Di ctionary 359-60 (5'" ed. 2002).

1 Applicant’s own conputer dictionary, unlike others we have

referenced, infra, does not include a definition for the term
“office suite,” but does include a definition of “Ofice” as

identifying a famly of Mcrosoft software suites. M crosoft
Conput er Dictionary 374 (5" ed. 2002).

17
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In this case, the record includes evidence show ng
that the term*“office” is utilized in the conputer software
field as a descriptive termfor certain types of software.
One web page, froman entity designated by the nane or
acronym SAL (http://sal.kachinatech.com, is entitled
“Ofice Software” and explains that “*Ofice Software’ is
referred to as software suites that bundl e word processors,
spreadsheets, and sonetinmes presentations or draw ng tools,
and personal database prograns.” Also on the SAL web page
is alisting of various types of “Ofice Software,”

i ncl udi ng subsections entitled “Office Suites,”
“Typesetting & Formatting,” “Wrd Processing & Publishing,”
“Spreadsheets,” “Text Editors,” and “M scel | aneous.”

Anot her web page, for Crystal Ofice Systens
(http://ww. crystal office.con), features an array of
products under the heading “Ofice software,” and st ates,
“Crystal Ofice Systens devel ops high-quality personal and

”

corporate office software...” A web page from Sun

M crosystens (http://ww. sun.com dot-com staroffice.htnl)
entitled “Free Ofice Software on the Whb,” pronotes the

“great office productivity suite,” of a recently acquired
subsidiary. Called StarOffice™ the suite's “easy-to-use

productivity tools” are reported to include prograns for,

anong ot her things, word processing, nmaeking spreadsheets,

18
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creating presentations and graphics, managi ng and handl i ng
cal endars, to-do lists and e-mail. A sidebar on the web
page contains links to Sun colums and press rel eases. One
is titled “EXECUTI VE PERSPECTI VE The New Mbdel for Honme and
O fice Productivity by Scott MNeal ey” and another is
titled “Sun Takes O fice Productivity to the Net.”
Finally, a web page for the Corel Corporation
(http://ww3.corel.com, titled “Corel Store,” features a
product overview of “WrdPerfect® O fice 2002-Prof essi ona
Edition” and includes the follow ng description: “Power up
your office with the tinme-saving innovations ...of
Wor dPerfect® O fice 2002- Prof essi onal Edition ...|atest
version of the suite you know and | ove.”

Also inregard to “office,” we note the foll ow ng
di ctionary definitions:

office suite A package <containing several

productivity pr ogr ans (typically a wor d

processing program a spreadsheet program a
presentation graphics program and an e-mail

client). The leading office suite is Mcrosoft
Ofice; ot hers I ncl ude Appl i xXWar e, Core
Wor dPer f ect Ofice, Lot us Smart Sui t e, and
StarOffice.

Webster’s New Wirld Dictionary of Conputer Terns
382 (8™ ed. 2000).

office suite See application suite.

application suite Also known as an “office
suite,” it is a set of applications designed to
wor k  together. It typically includes word
processing, spreadsheet, presentation graphics
and dat abase prograns. Sone of the prograns nay

19
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be available separately, while others come only

in the bundle. M crosoft O fice, WrdPerfect
Ofice and Lotus SmartSuite are the mgjor
busi ness application suites for W ndows. Sun’ s

StarOfice is a new contender that is expected to
becone popul ar.
MG aw Hi |l Conputer Desktop Encycl opedia 35, 693
(9'" ed. 2001).

The exam ning attorney also points out that .NET is a
TLD and has cite an Ofice “Exam nation Guide” and the TMEP
to show that a TLD “does not add source identifying
significance” when conbined with another term W find
that .net or .NET designate a TLD. See footnote 9, supra

and Brookfield Comruni cati ons, Inc. v. West Coast

Entertai nnent Corp., 174 F.3d 1036, 50 USPQ2d 1545, 1558

(9th Cir. 1999) (“Web addresses are not caps-sensitive");

see al so, Entrepreneur Media Inc. v. Smth d/b/a

Entrepreneur PR, 279 F3d 1135, 61 USP@d 1705, 1712 (9th

Cir. 2002); and Ford Motor Co. v. Lapertosa, 126 F. Supp2d

463, 62 USPQd 1789, 1792 n.2 (E.D. Mch. 2001)..

On this record, we nust conclude that “office” is a
termused in dictionaries and by applicant’s conpetitors to
descri be particular types of software. Thus, to the extent
t hat applicant asserts that “Ofice” is primarily
associated with applicant’s “office suite” of software, it
is necessarily asserting that the term has acquired

di stinctiveness for applicant’s products. There is
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not hi ng, however, in the record to support such a
conclusion. Applicant does not claimthat it has
registered the termas a mark, nor has it provided evidence
that OFFICE is recognized as a mark by the average consuner
of conputer hardware or software.

Li kewi se, while applicant clains that .NET is a brand
name for applicant’s products and services, the record does
not support the claim The “press articles” and reprints
of applicant’s web pages that were submtted with
applicant’s request for reconsideration uniformy refer to
“.NET” as a “strategy,” or “initiative,” or “platforni that
is in devel opnment. Mere selection of a designation as a
future brand nane does not automatically result in the
creation of trademark rights. Again, applicant has not
clainmed that it has registered . NET as a mark; and it does
not claimthat it has actually nmarketed a . NET product or
service. Mreover, applicant has not offered any
expl anation why the average prospective purchaser of
conput er hardware or software would perceive .NET, i.e.
the capitalized presentation of the TLD .net, as a brand

name rather than sinply a capitalized TLD.??2 See In re

12 ppplicant has not clainmed that TLDs are case sensitive and that
web sites can only be accessed by typing a TLD in | ower case

lettering, i.e., it has not argued that .NET, if typed as part of
web address would not work the same as .net. Nor does it appear
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Taylor & Francis [Publishers] Inc., 55 USPQ@Qd 1213, 1215

(TTAB 2000) (“applicant is a ‘publishing establishnment’ of
the type covered by the above-quoted dictionary definition
of ‘press.’” Applicant has not shown that the word PRESS,
as it is used by applicant [in PSYCHOLOGY PRESS], would
have any other neaning or significance to the relevant

pur chasi ng public”).

Because the record before us does not establish the
exi stence of recognized trademark rights in either OFFICE
or . NET, each of which applicant asserts is a mark inits
own right, we see no foundation for applicant’s claimthat
the conposite OFFICE.NET will also be viewed as a mark by
t he average consuner.

The record does not support applicant’s contention
t hat the average consuner woul d draw an associ ati on between
applicant and the designation OFFI CE. NET. Rather, on this
record, we find the average prospective purchaser of
applicant’s software, which includes a “full 1ine of
application and business software,” would perceive the

desi gnation as describing “office” type software.’® See In

that applicant could make this argunment. See Brookfield
Conmruni cati ons, Entrepreneur Media, and Ford Mdtor, supra.

13 The average prospective purchaser of such products will see the
. NET portion of the conmposite as a TLD and as not hing nore than
an indication that the “office” products are available via the

I nt ernet.

22



Ser. No. 78/013, 768

re CyberFinancial.Net Inc., 65 USPQ2d 1789 (TTAB 2002)

( BONDS. COM found generic for “providing information
regardi ng financial products and services via a gl obal
conput er network and providing el ectronic commerce services
via a gl obal conputer network, nanely, investnent research
subscription services, market comentary, portfolio

anal ysi s, debt instrunent conversion, yield perfornmance,
and pricing analysis, with respect to taxable and tax
exenpt debt instrunents, and other rel ated investnent
products and services, nanely, investnment securities”); In

re Martin Container Inc., 65 USPQ2d 1058 (TTAB 2002)

( CONTAI NER. COM f ound generic for “buying, selling, and
renting netal shipping containers”).

In each of the referenced two cases, the Board held
that the applicant was attenpting to register a conposite
of a generic termand a TLD, neither of which had source
indicating significance. |In the case at hand, we are only
faced with a refusal pren sed on the conbination of a
descriptive termand a TLD. W find there is nothing in
the conbination of a descriptive termand a TLD, as
contrasted with the conbination of a generic termand a
TLD, that renders the conposite registrable on the
Principal Register wi thout a show ng of acquired

di stinctiveness.
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Appl i cant argues that the exam ning attorney has
i nproperly di ssected the conposite designati on OFFI CE. NET
into conponent parts. However, we see no error in the
exam ning attorney’s analysis of the conposite as the sum
of two separate but non-distinctive terns (one term being
descriptive and the other termbeing a TLD). 1In fact, both
applicant and the exam ning attorney have taken this
approach to determ ning the overall neaning for the
conposite; they nerely disagree as to the neaning to be
ascri bed to each conponent. For applicant, the conponents
are two brand names, while for the exam ning attorney the
conponents are a descriptive termand a TLD. |If there has
been any di ssection of the conposite, it has been
undertaken equal ly by applicant and the exam ning attorney.

In any event, our determ nation of whether the
conposite should be refused registrati on under Section
2(e)(1) is based on our consideration of the whole, not its
parts. The conbination of the specific termand TLD at
issue, i.e., OFFICE and . NET, does not create any doubl e
entendre, incongruity, or any other basis upon which we can
find the conposite any nore registrable than its separate
el ements. The conbination i mediately infornms prospective
purchasers that the software includes “office suite” type

software and is froma Internet business, i.e., a “.net”
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type business. See In re Taylor & Francis [Publishers]

Inc., supra at 1216 (TTAB 2000) (PSYCHOLOGY and PRESS,
“each nerely descriptive of applicant’s identified goods...
in conbination are |ikew se nmerely descriptive. PSYCHOLOGY
PRESS directly and i medi ately inforns purchasers that the
books bearing those words pertain to psychol ogy, and that
they emanate from a publishing establishnent (a

‘press’).”); and In re Patent & Tradenmark Services Inc.,

supra at 1539 (TTAB 1998) (“it is clear that the phrase
PATENT & TRADEMARK SERVI CES, I NC. imredi ately conveys
i nformation concerning characteristics or features of
applicant's | egal representation services, nanely, that the
services are rendered wth respect to patents and
trademarks, and that they are rendered by a corporation”).
Deci si on

The refusal of registration under Section 2(d) of the
Act is affirmed. The refusal of registration under Section

2(e)(1) of the Act also is affirned.
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